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DETAILED ACTION 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which papers 
have been placed of record in the file. 

Information Disclosure Statement 

The information disclosure statement submitted on 12/31/2003 been considered 
by the Examiner and made of record in the application file. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 21 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The program as disclosed in the claim does 
clearly recites that it is contained in a tangible medium and a program or software by 
itself is not patentable. Appropriate action is required but the prior art rejection is still 
made nonetheless. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Leivian et al. 
(U.S. Patent #6,580,973). 

Consider claim 1, Leivian et al. disclose an in-vehicle hands-free apparatus for 
making a hands-free call using a telephone in a car (see abstract), comprising: a 
storage unit operable to store a voice of a party on the other end of the hands-free call 
uttered during said call (since a "voicemail" is disclosed by Leivian et al. that inherently 
stores a voice of a party on the other end during a call; see col. 10, lines 5 - 25); a 
sensor fusion (102) and response selector (104) (read as situation analysis unit) 
operable to analyze a surrounding situation of the car based on information outputted 
from at least one sensor (see fig, 1,(112, 114, 116, 118) for detecting the surrounding 
situation (see figs. 1 - 3; see col. 7, line 61 - col. 8, line 32); a response selector (104) 
and an action generator (106) (read as action determination unit) operable to determine 
an action on a state of the call between a user of the telephone and the party based on 
a result of the sensor fusion (102) and response selector (104) (read as situation 
analysis unit) (see col. 8, lines 33 -57; fig. 1); and a playback output unit operable to 
play back the voice of the party stored in the storage unit based on the action 
determined by the response selector (104) and action generator (106) (read as action 
determination unit) and output said voice for user (since a "voicemail" is disclosed by 
Leivian et al. that inherently acts as a playback output unit and plays back the voice of 
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the party stored and would be dependent upon if the call can be made or not based on 
the analysis of the sensor fusion (102), response selector (104), and action generator 
(106) block) (see col. 10, lines 44 - 60). 

Consider claim 2 as applied to claim 1 , Leivian et al. disclose switching from an 
ongoing call (read as call state in which a call can be made) to a temporarily on hold call 
(read as hold state in which a call cannot be made) (see col. 10, lines 46 - 60). 

Consider claim 3 as applied to claim 2, Leivian et al. disclose voicemail (read as 
playback output unit) that would inherently play back the voice of the party stored in the 
storage unit and outputs said voice of the user when response selector (1 04) and action 
generator (106) (read as action determination unit) switches the state of the call from 
hold state to call state after switching from the call state to the hold state (since system 
(100) is operable to put the call in a hold state due to a hazardous driving condition and 
no calls can be made during that period, therefore, when the hazardous driving 
condition no longer exists the phone would be placed in a call state, where the user can 
access voicemail and "playback" the voice of the party stored due to the lack of 
hazardous driving condition as determined by the system (100)) (see col. 10, lines 46 - 
60; col. 8, lines 17-57). 

Consider claim 15, Leivian et al. disclose a hands-free call method for making a 
hands-free call using a telephone in a car, comprising: a recording step of recording a 
voice of a party on the other end of the hands-free call during said call (since a 
"voicemail" is disclosed by Leivian et al. that inherently records a voice of a party on the 
other end during a call; see col. 10, lines 5 - 25); a sensor fusion (102) and response 
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selector (104) capable of performing a situation analysis step of analyzing a surrounding 
situation of the car based on information outputted from at least one sensor (see fig. 1 , 
(112, 114, 116, 1 1 8) for detecting the surrounding situation (see figs. 1 -3; see col. 7, 
line 61 - col. 8, line 32); a response selector (104) and an action generator (106) 
capable of performing an action determination step of switching from an ongoing call 
(read as call state in which a call can be made) to a temporarily on hold call (read as 
hold state in which a call cannot be made) (see col. 10, lines 46 - 60) based on a result 
of the sensor fusion (102) and response selector (104) performing the situation analysis 
step (see col. 8, lines 33 -57; fig. 1 ); and a playback output step of playing back the 
voice of the party recorded in the recording step and a voicemail (read as playback 
output unit) is disclosed that would inherently play back the voice of the party recorded 
in the recording step and output said voice of the user when response selector (104) 
and action generator (106) performing an action determination step switch the state of 
the call from hold state to call state after switching from the call state to the hold state 
(since system (100) is operable to put the call in a hold state due to a hazardous driving 
condition and no calls can be made during that period, therefore, when the hazardous 
driving condition no longer exists the phone would be placed in a call state, where the 
user can access voicemail and "playback" the voice of the party stored due to the lack 
of hazardous driving condition as determined by the system (100)) (see col. 10, lines 46 
-60; col. 8, lines 17 -57). 

Consider claim 21, Leivian et al. disclose a program for in-vehicle hands-free 
apparatus for making a hands-free call using a telephone in a car, the program causing 
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a computer to execute: a recording step of recording a voice of a party on the other end 
of the hands-free call during said call (since a "voicemail" is disclosed by Leivian et al. 
that inherently records a voice of a party on the other end during a call; see col. 1 0, 
lines 5 - 25); a sensor fusion (102) and response selector (104) capable of performing a 
situation analysis step of analyzing a surrounding situation of the car based on 
information outputted from at least one sensor (see fig. 1, (112, 114, 116, 118) for 
detecting the surrounding situation (see figs. 1 - 3; see col. 7, line 61 - col. 8, line 32); a 
response selector (104) and an action generator (106) capable of performing an action 
determination step of switching from an ongoing call (read as call state in which a call 
can be made) to a temporarily on hold call (read as hold state in which a call cannot be 
made) (see col. 10, lines 46-60) based on a result of the sensor fusion (102) and 
response selector (104) performing the situation analysis step (see col. 8, lines 33 -57; 
fig. 1 ); and a playback output step of playing back the voice of the party recorded in the 
recording step and a voicemail (read as playback output unit) is disclosed that would 
inherently play back the voice of the party recorded in the recording step and output 
said voice of the user when response selector (104) and action generator (106) 
performing an action determination step switch the state of the call from hold state to 
call state after switching from the call state to the hold state (since system (100) is 
operable to put the call in a hold state due to a hazardous driving condition and no calls 
can be made during that period, therefore, when the hazardous driving condition no 
longer exists the phone would be placed in a call state, where the user can access 
voicemail and "playback" the voice of the party stored due to the lack of hazardous 
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driving condition as determined by the system (100)) (see col. 10, lines 46 - 60; col. 8, 
lines 17 -57). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 
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Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Leivian 
et al. (U.S. Patent # 6,580,973) in view of Ito et al. (Japanese (translation of) 
Publication #10-049191). 

Consider claim 7 as applied to claim 3, Leivian et al. fail to disclose the playback 
output unit includes a playback speed control unit operable to control a playback speed 
of the voice of the party stored in the storage unit. 

In the related field of endeavor, Ito et al. disclose a playback speed control unit 
operable to control a playback speed of the voice of the party stored in the storage unit 
(see [0006; 0036]). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the teachings of Leivian et al. with the 
teachings of Ito et al. in order to provide more concentration and less distraction for the 
driver of the vehicle and re-initialize the real-time conversation as soon as possible. 

Allowable Subject Matter 

Claims 4 - 6, 8 - 14, and 16-20 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: Consider claims 4 and 16 as applied to claims 3 and 1 5, the prior arts fail to 
disclose the limitation that the voice of the party stored in the storage unit is played back 
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from a point of time before the action determination unit switches the state of the call 
from the call state to the hold state. 

Consider claim 5 as applied to claims 4, the prior arts fail to disclose the play 
back of the voice of the party starts from a break of syllables. 

Consider claims 6 and 17 - 18 as applied to claims 3 and 15, the prior arts fails 
to disclose a playback control unit does not plays back the voice of the party when the 
hold time measurement is shorter than a predetermined threshold. 

Consider claim 8 as applied to claim 7, the prior arts fail to disclose an elapsed 
time measurement unit that measures an elapsed time since the action determination 
unit switched to a hold state. 

Consider dependent claims 9-11, and 19, the prior arts fail to disclose a 
message that includes a point of time of the switching from a call state to a hold state. 

Consider dependent claims 12-13 and 20, the prior arts fail to disclose a 
second message generation unit that plays a message indicating the starting of the 
playback. 

Consider claim 14 as applied to claim 1, the prior arts fail to disclose dividing 
the voice of the party stored during the call where, the divided section overlap each 
other. 

Conclusion 

Any response to this Office Action should be faxed to (571 ) 273-8300 or mailed 

to: 
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Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 2231 3-1 450 



Hand-delivered responses should be brought to 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 2231 4 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Fayyaz Alam whose telephone number is (571 ) 270- 
1 102. The Examiner can normally be reached on Monday-Friday from 9:30am to 
7:00pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Edan Orgad can be reached on (571) 272-7884. The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free) or 703-305-3028. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist/customer service whose telephone 
number is (571) 272-2600. 

Fayyaz Alam 
January 1 1 , 2007 



EDAN ORGAD 
PRIMARY PATENT EXAMINER 




